
Page 1
240 U.S. 403, 36 S. Ct. 357,

60 L. Ed. 713, 1916 U.S. LEXIS 1463

LEXSEE 240 U.S. 403

HANOVER STAR MILLING COMPANY v. METCALF.; ALLEN & WHEEL-
ER COMPANY v. HANOVER STAR MILLING COMPANY.

No. 23,30

SUPREME COURT OF THE UNITED STATES

240 U.S. 403; 36 S. Ct. 357; 60 L. Ed. 713; 1916 U.S. LEXIS 1463

Argued May 7, 10, 1915; No. 30.  Argued May 10, 1915.  
March 6, 1916, Decided

COUNSEL: 

Mr. Edgar L. Clarkson and Mr. Henry 
Fitts,  with  whom  Mr.  James  E.  Mor-
risette and Mr. John London were on 
the  brief,  for  Hanover  Star  Milling 
Company.

Mr. J. Fred Gilster and Mr. Edward 
Everett Longan for Metcalf.

Mr. J. Fred Gilster and Mr. Edward 
Everett Longan, with whom Mr. L. O. 
Whitney was on the brief, for Allen & 
Wheeler Company.

OPINION BY: 

PITNEY

OPINION: 

 MR. JUSTICE PITNEY delivered the 
opinion of the court.

These cases were argued together, 
and  may be  disposed of  in a  single 
opinion.

In No. 23, the Hanover Star Milling 
Company, an Illinois corporation en-
gaged in the manufacture of flour in 
that State, filed a bill in equity on 
March 4, 1912, in the United States 
District Court for the Middle District 
of Alabama, against Metcalf, a citizen 
of the State of Alabama and a merchant 
engaged  in  the  business  of  selling 
flour at Greenville, Butler County, in 
that State, to restrain alleged trade-
mark infringement and unfair competi-
tion. The bill averred that for twen-

ty-seven years last past complainant 
had been engaged in the manufacture of 
a superior and popular grade of flour, 
sold by it at all times under the name 
of  "Tea  Rose"  flour,  in  a  wrapping 
with  distinctive  markings,  including 
the words "Tea Rose" and a design con-
taining three roses imprinted upon la-
bels  attached  to  sacks  and  barrels; 
that this flour had been marketed thus 
by complainant in the State of Alabama 
for the preceding twelve years, during 
which time, by maintaining a high and 
uniform quality, by expensive adver-
tising, and by diligent work of its 
representatives,  it  had  built  up  a 
large and lucrative market, with annu-
al sales of more than $175,000 of Tea 
Rose flour in that State, and had es-
tablished  a  valuable  reputation  for 
the name "Tea Rose" and the distinc-
tive  wrappings  in  Alabama  and  other 
States,  particularly  Georgia  and 
Florida; that until shortly before the 
commencement of the suit complainant's 
Tea  Rose  flour  was  the  only  flour 
made, sold, or offered for sale under 
that name in Butler County or else-
where in the State of Alabama, and the 
name  "Tea  Rose"  had  represented  and 
stood  for  complainant's  flour;  and 
that recently the Steeleville Milling 
Company,  of  Steeleville,  Illinois, 
had,  through  Metcalf's  agency,  been 
marketing in Alabama, and particularly 
in Butler County, flour of its manu-
facture,  in  packages  and  wrappings 
substantially  identical  with  com-
plainant's and bearing a design con-
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taining three roses and the name "Tea 
Rose"  upon  the  labels,  in  a  manner 
calculated to deceive and in fact de-
ceptive to purchasers, thereby threat-
ening  pecuniary  loss  to  complainant 
exceeding  $3,000  in  amount  and  de-
stroying the prestige of complainant's 
"Tea  Rose"  flour  and  damaging  its 
trade therein.

Defendant's answer denied al atte-
mepts to deceive purchasers, and fur-
ther denied complainant's right to the 
exclusive use of the words "Tea Rose" 
or the picture of a rose as a trade-
mark; averred that long prior to com-
plainant's  first  use  of  it,  and  as 
early as the year 1872, the name had 
been adopted, appropriated, and used 
as a trade-mark for flour by the firm 
of Allen & Wheeler, of Troy, Ohio, and 
used  by  it  and  its  successor,  The 
Allen & Wheeler Company, continuously 
as  such;  and  alleged  that  the 
Steeleville  Milling Company had  used 
its  "Tea  Rose"  brand  for  more  than 
sixteen years last past, and as early 
as the year 1899 had sold flour in Al-
abama under that label.

Upon consideration of the bill and 
answer and affidavits submitted by the 
respective parties, the District Court 
granted  a  temporary  injunction  re-
straining Metcalf from selling flour 
labeled  "Tea  Rose,"  manufactured  by 
the Steeleville Company or any person, 
firm,  or  corporation  other  than  the 
Hanover Company, at Greenville, or at 
any other place in the Middle District 
of Alabama.  Upon appeal, the Circuit 
Court of Appeals for the Fifth Circuit 
reversed this decree and remanded the 
cause with directions to dismiss the 
bill.  204 Fed. Rep. 211. A writ of 
certiorari  was  then  allowed  by  this 
court. 

In No. 30, The Allen & Wheeler Com-
pany, a corporation of the State of 
Ohio, manufacturing flour at the City 
of Troy in that State, filed a bill 
against the Hanover Star Milling Com-
pany on May 23, 1912, in the United 
States District Court for the Eastern 
District of Illinois, averring that in 
or before the year 1872 the firm of 

Allen & Wheeler, then engaged in the 
manufacture of flour at Troy, adopted 
as a trade-mark for designating one of 
its brands the words "Tea Rose," and 
from thence until the year 1904 con-
tinuously  used  that  trade-mark  by 
placing  it  upon  sacks,  barrels,  and 
packages  containing  the  brand  and 
quality  of  flour  designated  by  that 
term  and  sold  throughout  the  United 
States;  that  in  1904  the  Allen  & 
Wheeler Company was incorporated and 
took over the mills, machinery, stock, 
trade-mark, and good-will of the firm, 
since which time the corporation had 
continued to use the trade-mark upon 
flour of its manufacture, and had dis-
tributed and sold such flour in the 
markets of the United States, whereby 
the words "Tea Rose" had become the 
common-law trade-mark of the Allen & 
Wheeler Company; that recently it had 
learned that the Hanover Star Milling 
Company  had  adopted  the  words  "Tea 
Rose" as designating a brand of flour 
manufactured by it, and, notwithstand-
ing  notice  of  complainant's  rights, 
was  persisting  in  the  sale  of  its 
flour under that name and threatening 
to continue so to do; and that defen-
dant had sold large quantities of Tea 
Rose flour, particularly in the mar-
kets of the States of Alabama, Flori-
da, and Mississippi, with large gross 
sales,  and  profits  approximating 
$5,000  per  year  for  the  past  five 
years, causing damage and loss to com-
plainant in excess of $3,000.  An in-
junction and an accounting of profits 
were prayed.  Upon this bill, a demur-
rer filed by the Hanover Company, and 
affidavits presented by both parties, 
the District Court granted a temporary 
injunction restraining the use of the 
words "Tea Rose" as a trademark for 
flour,  without  territorial  restric-
tion.  The Circuit Court of Appeals 
for the Seventh Circuit reversed this 
decree, and remanded the cause to the 
District Court for further proceedings 
not  inconsistent  with  its  opinion. 
Hanover Star Milling Co. v. Allen & 
Wheeler Co., 208 Fed. Rep. 513. An ap-
peal was taken to this court, and a 
writ  of  certiorari  was  subsequently 
granted.  The appeal must be dismissed 
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for want of jurisdiction, and the case 
will be disposed of under the writ of 
certiorari.

No  question  is  raised  respecting 
the  propriety  of  passing  upon  the 
questions at issue on a review of de-
cisions rendered upon applications for 
temporary  injunction.  Both  District 
Courts granted such injunctions, and 
both  Circuit  Courts  of  Appeals  re-
versed upon grounds that went to the 
merits.   These  courts  differed  upon 
fundamental questions, and it was be-
cause of this that the writs of cer-
tiorari  were  allowed,  the  situation 
being such that it was deemed proper 
to  allow  them  before  final  decrees 
were made, notwithstanding the general 
rule to the contrary.  American Const. 
Co. v. Jacksonville Ry., 148 U.S. 372, 
378, 384; the Three Friends, 166 U.S. 
1, 49; The Conqueror, 166 U.S. 110, 
113; Denver  v.  N.Y.  Trust  Co.,  229 
U.S. 123, 133. 

In both cases it was shown without 
dispute  that  the  firm  of  Allen  & 
Wheeler  adopted  and  used  the  words 
"Tea  Rose"  as  a  trade-mark  for  one 
kind or quality of flour manufactured 
by it as early as the year 1872, and 
continued  that  use  until  the  year 
1904, when the Allen & Wheeler Company 
was  incorporated  and  took  over  the 
mills,  machinery,  stock,  trade-mark, 
and good-will of the firm and succeed-
ed  to  its  business.   But  there  is 
nothing to show the extent of such use 
or the markets reached by it, except 
that in the year 1872 Allen & Wheleer 
sold three lots of 25 barrels each to 
a firm in Cincinnati, Ohio, and one 
lot of 100 barrels to a firm in Pitts-
burgh, Pennsylvania; that in the early 
70's another firm in Pittsburgh was a 
customer for this brand; and that in 
the later 70's a firm in Boston, Mas-
sachusetts,  was  a  customer  for  the 
same brand. As to the Allen & Wheeler 
Co., there are affidavits stating in 
general terms that since its incorpo-
ration in 1904, and "continuously down 
to the present time," the company has 
used the brand "Tea Rose" for flour; 
but there is a remarkable absence of 
particular  statements  as  to  time, 

place, or circumstances; in short, no 
showing whatever as to the extent of 
the use or the markets reached.There 
is nothing to show that the Allen & 
Wheeler "Tea Rose" flour has been even 
advertised in Alabama or the adjoining 
States, and there is clear and undis-
puted proof that it has not been sold 
or offered for sale or known or heard 
of by the trade in Alabama, Mississip-
pi, or Georgia.  In No. 30, there is 
uncontradicted proof that the Allen & 
Wheeler Co. is selling flour in Alaba-
ma and Georgia, but under the brands 
"Eldean Patent" and "Trojan Special."

In  both  suits,  the  Hanover  Star 
Milling Company introduced affidavits 
fairly showing that shortly after its 
incorporation  in  the  year  1885  it 
adopted for one of its brands of flour 
the name "Tea Rose," and adopted for 
the package or container, whether sack 
or barrel, a label bearing the name 
"Tea Rose" and the design already re-
ferred  to;  and  that  this  trade-mark 
was  adopted  and  used  in  good  faith 
without knowledge or notice that the 
name "Tea Rose" had been adopted or 
used by the Allen & Wheeler firm, or 
by anybody else.  In 1904 the Hanover 
Company began and has since prosecuted 
a vigorous and expensive campaign of 
advertising its Tea Rose flour, cover-
ing the whole of the State of Alabama, 
and parts of Mississippi, Georgia, and 
Florida, employing many ingenious and 
interesting devices that are detailed 
in the proofs, with the result that at 
the commencement of the litigation its 
sales of Tea Rose flour in these mar-
kets amounted to more than $150,000 a 
year, the Hanover Star Milling Company 
has come to be known as the Tea Rose 
mill, the reputation of the mill is 
bound up with the reputation of Tea 
Rose  flour,  and  "Tea  Rose"  in  the 
flour trade in the territory referred 
to means flour of the Hanover Compa-
ny's manufacture. There is nothing to 
show any present or former competition 
in Tea Rose flour between the latter 
company and the Allen & Wheeler firm 
or corporation, or that either party 
has  ever  advertised  that  brand  of 
flour in territory covered by the ac-
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tivities of the other.

Metcalf's  purchases  of  competing 
Tea Rose flour, which gave rise to the 
suit  brought  by  the  Hanover  Company 
against  him,  were  made  from  the 
Steeleville Milling Company,  an Illi-
nois  corporation,  which  appears  to 
have adopted the name and design of a 
tea rose for flour in the year 1895.

It should be added that, so far as 
appears, none of the parties here con-
cerned has registered the trade-mark 
under any act of Congress or under the 
law of any State.  Nor does it appear 
that in any of the States in question 
there exists any peculiar local rule, 
arising  from  statute  or  decision. 
Hence, the cases must be decided ac-
cording  to  common-law  principles  of 
general application.

Interesting and important questions 
are raised concerning the territorial 
extent of trade-mark rights.  In be-
half of the Hanover Company it is, in 
effect, insisted: (a) that the failure 
of the Allen & Wheeler Company and its 
predecessors to enter the south-east-
ern  territory  with  their  Tea  Rose 
flour, and the fact that such flour 
has been and is wholly unknown there 
under that name, disentitle it to in-
terfere  with  the  Hanover  Company's 
trade  established  in  good  faith  in 
that  territory  under  the  same  mark; 
(b) that the same considerations enti-
tle Hanover to affirmative trade-mark 
rights of its own, enforceable against 
the Steeleville Company and everybody 
else over whom it has priority in that 
territory; and (c) that Hanover is en-
titled to relief against Steeleville 
and against Metcalf as its agent, upon 
the  ground  of  unfair  competition  in 
trade  regardless  of  the  trade-mark 
right.  An affirmative answer to the 
first  proposition  will  decide  the 
Allen & Wheeler case (No. 30) in favor 
of Hanover, and an affirmative answer 
to the third proposition will decide 
the Metcalf case (No. 23) in favor of 
Hanover, irrespective of the disposi-
tion that might be made of the second 
proposition.  In view of possible con-
sequences to the rights of parties not 

before the court, it is desirable to 
limit  the  range  of  our  decision  as 
much as practicable, especially as the 
proofs  now  before  us  are  incomplete 
and in some respects unsatisfactory.

It  will  be  convenient  to  dispose 
first of No. 30.  Here the bill is 
rested  upon  alleged  trade-mark  in-
fringement,  pure  and  simple,  and  no 
question of unfair competition is in-
volved.  The decision of the Court of 
Appeals for the Seventh Circuit in fa-
vor  of  the  Hanover  Company  and 
against  the  Allen  &  Wheeler  Company 
was rested upon the ground that al-
though the adoption of the Tea Rose 
mark by the latter antedated that of 
the Hanover Company, its only trade, 
so  far  as  shown,  was  in  territory 
north  of  the  Ohio  River,  while  the 
Hanover Company had adopted "Tea Rose" 
as  its  mark  in  perfect  good  faith, 
with  no  knowledge  that  anybody  else 
was using or had used those words in 
such  a  connection,  and  during  many 
years it had built up and extended its 
trade in the southeastern  territory, 
comprising Georgia, Florida, Alabama, 
and Mississippi, so that in the flour 
trade in that territory the mark "Tea 
Rose"  had  come  to  mean  the  Hanover 
Company's  flour,  and  nothing  else. 
The  court  held  in  effect  that  the 
right to protection in the exclusive 
use of a trade-mark extends only to 
those markets where the trader's goods 
have  become  known  and  identified  by 
his use of the mark; and because of 
the  non-occupancy  by  the  Allen  & 
Wheeler  Company  of  the  southeastern 
markets it had no ground for relief in 
equity.  Let us test this by reference 
to general principles.

The  redress  that  is  accorded  in 
trade-mark  cases  is  based  upon  the 
party's right to be protected in the 
good-will of a trade or business.  The 
primary  and  proper  function  of  a 
trade-mark is to identify the origin 
or ownership of the article to which 
it is affixed.  Where a party has been 
in  the  habit  of  labeling  his  goods 
with a distinctive mark, so that pur-
chasers recognize goods thus marked as 
being  of  his  production,  others  are 
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debarred from applying the same mark 
to goods of the same description, be-
cause to do so would in effect repre-
sent their goods to be of his produc-
tion and would tend to deprive him of 
the profit he might make through the 
sale of the goods which the purchaser 
intended to buy.  Courts afford re-
dress or relief upon the ground that a 
party has a valuable interest in the 
good-will  of  his  trade  or  business, 
and  in  the  trade-marks  adopted  to 
maintain and extend it.  The essence 
of the wrong consists in the sale of 
the goods of one manufacturer or ven-
dor for those of another.  Canal Co. 
v. Clark, 13 Wall. 311, 322; McLean v. 
Fleming, 96 U.S. 245, 251; Manufactur-
ing Co. v. Trainer, 101 U.S. 51, 53; 
Menendez v. Holt, 128 U.S. 514, 520; 
Lawrence  Mfg.  Co.  v.  Tennessee  Mfg. 
Co., 138 U.S. 537, 546. 

This essential element is the same 
in trade-mark cases as in cases of un-
fair  competition  unaccompanied  with 
trade-mark infringement. In fact, the 
common  law  of  trade-marks  is  but  a 
part of the broader law of unfair com-
petition. Elgin Watch Co. v. Illinois 
Watch Co., 179 U.S. 665, 674; G. & C. 
Merriam  Co.  v.  Saalfield,  198  Fed. 
Rep.  369,  372; Cohen  v.  Nagle,  190 
Massachusetts,  4, 8, 15; 5 A. & E. 
Ann. Cas. 553, 555, 558. 

Common-law  trade-marks,  and  the 
right to their exclusive use, are of 
course  to  be  classed  among  property 
rights, Trade-mark Cases, 100 U.S. 82, 
92, 93; but only in the sense that a 
man's right to the continued enjoyment 
of his trade reputation and the good-
will that flows from it, free from un-
warranted interference by others, is a 
property right, for the protection of 
which a trade-mark is an instrumental-
ity.  As was said in the same case (p. 
94), the right grows out of use, not 
mere adoption.  In the English courts 
it often has been said that there is 
no property whatever in a trade-mark, 
as such.  Per Ld. Langdale, M.R., in 
Perry v. Truefitt, 6 Beav. 73; Per We 
Chancellor Sir Wm. Page Wood (after-
wards Ld. Hatherly), in Collins Co. v. 
Brown, 3 Kay & J. 423, 426; 3 Jur. 

N.S. 930; per Ld. Herschell in Red-
daway v. Banham, A.C. 1896, 199, 209. 
But since in the same cases the courts 
recognized the right of the party to 
the exclusive use of marks adopted to 
indicate  goods  of  his  manufacture, 
upon the ground that "A man is not to 
sell his own goods under the pretense 
that  they  are  the  goods  of  another 
man; he cannot be permitted to prac-
tise such a deception, nor to use the 
means  which  contribute  to  that  end. 
He cannot therefore be allowed to use 
names, marks, letters, or other indi-
cia, by which he may induce purchasers 
to believe, that the goods which he is 
selling are the manufacture of another 
person" (6 Beav. 73); it is plain that 
in denying the right of property in a 
trade-mark  it  was  intended  only  to 
deny such property right except as ap-
purtenant to an established  business 
or trade in connection with which the 
mark is used.This is evident from the 
expressions  used  in  these  and  other 
English cases.  Thus, in Ainsworth v. 
Walmsley, L.R. 1 Eq. Cas. 518, 524, 
Vice  Chancellor  Sir  Wm.  Page  Wood 
said: "This court has taken upon it-
self to protect a man in the use of a 
certain  trade-mark  as  applied  to  a 
particular description of article.  He 
has no property in that mark Per se, 
any more than in any other fanciful 
denomination he may assume for his own 
private use, otherwise than with ref-
erence to his trade.  If he does not 
carry on a trade in iron, but carries 
on a trade in linen, and stamps a lion 
on his linen, another person may stamp 
a lion on iron; but when he has appro-
priated a mark to a particular species 
of goods, and caused his goods to cir-
culate with this mark upon them, the 
court has said that no one shall be at 
liberty to defraud that man by using 
that mark, and passing off goods of 
his manufacture as being the goods of 
the owner of that mark."

In short, the trade-mark is treated 
as merely a protection for the good-
will, and not the subject of property 
except in connection with an existing 
business.  The same rule prevails gen-
erally in this country, and is recog-
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nized in the decisions of this court 
already cited.  See also  Apollinaris 
Co. v. Scherer, 27 Fed. Rep. 18, 20; 
Levy  v.  Waitt,  61  Fed.  Rep.  1008, 
1011; Macmahan Co. v. Denver Mfg. Co., 
113  Fed.  Rep.  468,  471,  475; 
Congress  Spring  Co.  v.  High  Rock 
Congress  Spring  Co.,  57  Barb.  526, 
551; Weston v. Ketcham, 51 How. Pr. 
455, 456; Candee v. Deere, 54 Illi-
nois, 439, 457; Avery & Sons v. Meik-
le, 81 Kentucky, 73, 86. 

Expressions  are  found  in  many  of 
the cases to the effect that the ex-
clusive right to the use of a trade-
mark is founded on priority of appro-
priation.   Thus,  in  Canal  Co.  v. 
Clark, 13 Wall. 311, 323, reference is 
made to "the first appropriator"; in 
McLean v. Fleming, 96 U.S. 245, 251, 
to "the person who first adopted the 
stamp";  Manufacturing Co. v. Trainer, 
101  U.S.  51,  53, the  expression  is 
"any symbol or device, not previously 
appropriated, which will distinguish," 
etc.  But these expressions are to be 
understood in their application ot the 
facts of the cases decided.  In the 
ordinary case of parties competing un-
der the same mark in the same market, 
it is correct to say that prior appro-
priation  settles  the  question.   But 
where  two  parties  independently  are 
employing the same mark upon goods of 
the same class, but in separate mar-
kets wholly remote the one from the 
other, the question of prior appropri-
ation is legally insignificant, unless 
at  least  it  appear  that  the  second 
adopter  has  selected  the  mark  with 
some design inimical to the interests 
of the first user, such as to take the 
benefit  of  the  reputation  of  his 
goods, to forestall the extension of 
his trade, or the like.

Of course, if the symbol or device 
is already in general use, employed in 
such a manner that its adoption as an 
index of source or origin would only 
produce confusion and mislead the pub-
lic, it is not susceptible of adoption 
as  a  trade-mark.  Such  a  caes  was 
Columbia Mill Co. v. Alcorn, 150 U.S. 
460, 464, affirming 40 Fed. Rep. 676, 
where  it  appeared  that  before  com-

plainant's  adoption  of  the  disputed 
word as a brand for its flour the same 
word was used for the like purpose by 
numerous mills in different parts of 
the country. 

That  property  in  a  trade-mark  is 
not limited in its enjoyment by terri-
torial bounds, but may be asserted and 
protected wherever the law affords a 
remedy for wrongs, is true in a limit-
ed sense.  Into whatever markets the 
use of a trade-mark has extended, or 
its  meaning  has  become  known,  there 
will the manufacturer or trader whose 
trade is pirated by an infringing use 
be entitled to protection and redress. 
But this is not to say that the pro-
prietor of a trade-mark, good in the 
markets  where  it  has  been  employed, 
can monopolize markets that his trade 
has never reached and where the mark 
signifies not his goods but those of 
another.  We agree with the court be-
low (208 Fed. Rep. 519) that "Since it 
is the trade, and not the mark, that 
is to be protected,  a trade-mark ac-
knowledges  no  territorial  boundaries 
of  municipalities  or  states  or  na-
tions,  but  extends  to  every  market 
where the trader's goods have become 
known and identified by his use of the 
mark.  But the mark, of itself, cannot 
travel to markets where there is no 
article to wear the badge and no trad-
er to offer the article." 

To say that a trade-mark right is 
not limited in its enjoyment by terri-
torial  bounds,  is  inconsistent  with 
saying that it extends as far as the 
sovereignty in which it has been en-
joyed.  If the territorial bounds of 
sovereignty do not limit, how can they 
enlarge such a right?  And if the mere 
adoption and use of a trade-mark in a 
limited market shall (without statute) 
create an exclusive ovenership of the 
mark  throughout  the  bounds  of  the 
sovereignty,  the  question  at  once 
arises, "What sovereignty?" So far as 
the  proofs  disclose,  the  Allen  & 
Wheeler mark has not been used at all, 
is not known at all in a market sense, 
within the sovereignty of Alabama, or 
the adjacent States, where the contro-
versy  with  the  Hanover  Star  Milling 
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Company arose.  And so far as the con-
troversy concerns intrastate distribu-
tion as distinguished from interstate 
trade, the subject is not within the 
sovereign powers of the United States. 
Trade-Mark Cases, 100 U.S. 82, 93. 

We  are  referred  to  an  expression 
contained in the opinion of this court 
in Kidd v. Johnson, 100 U.S. 617, 619: 
"The right to use the trade-mark is 
not  limited  to  any  place,  city,  or 
State, and, therefore, must be deemed 
to extend everywhere." But a reference 
to the facts of the case, and the con-
text, shows that the language was not 
used in the sense attributed to it in 
the argument.  The question presented 
for decision related to the ownership 
of a trade-mark used by complainants 
(Johnson & Co.) on packages and bar-
rels containing whiskey, manufactured 
and sold by them in Cincinnati, and 
this turned in part upon the force to 
be given to a written transfer execut-
ed by one Pike and delivered to com-
plainant's predecessors in business in 
connection  with  a  sale  of  the  dis-
tillery and its appurtenances, which 
were  Pike's  individual  property. 
Kidd, the defendant, claimed the right 
to  use  the  same  mark  as  surviving 
partner of a firm of which Pike had 
been a member.  The court, speaking by 
Mr.  Justice  Field,  said  (p.  619): 
"That transfer was plainly designed to 
confer whatever right Pike possessed. 
It, in terms, extends the use of the 
trade-mark to Mills, Johnson & Co. and 
their successors.  Such use, to be of 
any value, must necessarily be exclu-
sive.  If others also could use it, 
the trade-mark would be of no service 
in distinguishing the whiskey of the 
manufacture  in  Cincinnati;  and  thus 
the company would lose all the benefit 
arising  from  the  reputation  the 
whiskey  there  manufactured  had  ac-
quired in the market.  The right to 
use the trade-mark is not limited to 
any place, city, or State, and, there-
fore, must be deemed to extend every-
where." This does not import that the 
trade-mark right assigned was greater 
in extent than the trade in which it 
was used.The record in the case showed 

that complainant's trade had been ex-
tended to New Orleans, and the contro-
versy arose out of sales made there by 
defendants as licensees of Kidd.  It 
was admitted in the answer that they 
had sold whiskey in competition with 
that of complainants at New Orleans, 
and under the same trade-mark, and the 
case was by stipulation treated as a 
test case to settle whether Johnson & 
Co. or Kidd had the exclusive right, 
or whether they had a joint right, to 
the use of the mark.

We are also referred to  Derringer 
v. Plate, 29 California, 292, 295, in 
which it was said by the court: "The 
manufacturer  at Philadelphia who has 
adopted and uses a trade-mark, has the 
same right of property in it at New 
York or San Francisco that he has at 
his  place  of  manufacture."  In  that 
case plaintiff averred that he was a 
resident of Philadelphia, and upwards 
of thirty years before the action in-
vented  a  pistol  and  adopted  as  a 
trade-mark  for  it  the  words  "Der-
ringer, Philadel.," which was and ever 
since  had  been  his  trade-mark,  and 
which he had caused to be stamped on 
the breech of all pistols manufactured 
and sold by him; and that the defen-
dant since 1858 had been engaged in 
the  manufacture  of  pistols  at  San 
Francisco similar to plaintiff's, on 
the  breech  of  which  he  had  stamped 
plaintiff's trade-mark, etc.  The re-
port of the case shows (p. 294) that 
the  only  question  presented  was 
whether the California Statute of 1863 
concerning trade-marks had repealed or 
abrogated the remedies afforded by the 
common law in trade-mark cases.  This 
was answered in the negative, and in 
the course of the reasoning the court 
said, p. 295: "The right is not limit-
ed  in  its  enjoyment  by  territorial 
bounds,  but,  subject  only  to  such 
statutory regulations as may be prop-
erly made concerning the use and en-
joyment of other property, or the evi-
dences of title to the same, the pro-
prietor  may  assert  and  maintain  his 
property right wherever the common law 
affords remedies for wrongs;" continu-
ing with what we have first quoted. 
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Although not expressly stated, it is 
implicit  in  the  report  that  plain-
tiff's pistols were on the market in 
San  Francisco,  and  his  trade-mark 
known there and imitated by defendant 
for that very reason.  It was such a 
mark as could not be accidentally hit 
upon.

It results from the general princi-
ples  thus  far  discussed  that  trade-
mark rights, like others that rest in 
user, may be lost by abandonment, non-
user, laches, or acquiescence.  Aban-
donment,  in  the  strict  sense,  rests 
upon an intent to abandon; and we have 
no purpose to qualify the authority of 
Saxlehner v. Eisner, 179 U.S. 19, 31, 
to that effect.  As to laches and ac-
quiescence,  it  has  been  repeatedly 
held, in cases where defendants acted 
fraudulently  or  with  knowledge  of 
plaintiffs' rights, that relief by in-
junction would be accorded although an 
accounting  of  profits  should  be  de-
nied.  McLean v. Fleming, 96 U.S. 245, 
257; Menendez v. Holt, 128 U.S. 514, 
523; Saxlehner v. Eisner, 179 U.S. 19, 
39. So much must be regarded as set-
tled.  But cases differ according to 
their  circumstances,  and  neither  of 
those  cited  is  in  point  with  the 
present.   Allowing  to  the  Allen  & 
Wheeler firm and corporation the ut-
most that the proofs disclose in their 
favor, they have confined their use of 
the "tea Rose" trade-mark to a limited 
territory,  leaving  the  south-eastern 
States untouched.  Even if they did 
not  know --  and it  does not  appear 
that they did know -- that the Hanover 
Company  was  doing  so,  they  must  be 
held to have taken the risk that some 
innocent  party  might,  during  their 
forty  years  of  inactivity,  hit  upon 
the same mark and expend money and ef-
fort in building up a trade in flour 
under it.  If, during the long period 
that has elapsed since the last speci-
fied  sale  of  Allen  &  Wheeler  "Tea 
Rose" -- this was "in the later 70's" 
-- that flour has been sold in other 
parts of the United States, excluding 
the south-eastern States, no clearer 
evidence of abandonment by non-user of 
trade-mark rights in the latter field 

could reasonably be asked for.  And 
when it appears, as it does, that the 
Hanover  Company  in  good  faith  and 
without notice of the Allen & Wheeler 
mark has expended much money and ef-
fort in building up its trade in the 
south-eastern  market,  so  that  "Tea 
Rose"  there  means  Hanover  Company's 
flour and nothing else, the Allen & 
Wheeler Company is estopped to assert 
trade-mark  infringement  as  to  that 
territory.

The  extent  and  character  of  that 
territory,  and  its  remoteness  from 
that in which the Allen & Wheeler mark 
is known, are circumstances to be con-
sidered.   Alabama  alone  --  to  say 
nothing of the other States in ques-
tion  -- has  an area  of over  50,000 
square  miles,  and  by  the  census  of 
1910  contained  a  population  of  more 
than  2,000,000.   Its  most  northerly 
point is more than 250 miles south of 
Cincinnati, which is the nearest point 
at which sales of Allen & Wheeler "Tea 
Rose" are shown to have been made, and 
these at a time antedating by approxi-
mately forty years the commencement of 
the present controversy.  We are not 
dealing with a case where the junior 
appropriator of a trade-mark is occu-
pying territory that would probably be 
reached by the prior user in the natu-
ral expansion of his trade, and need 
pass  no  judgment  upon  such  a  case. 
Under the circumstances that are here 
presented,  to  permit  the  Allen  & 
Wheeler Company to use the mark in Al-
abama, to the exclusion of the Hanover 
Company,  would  take  the  trade  and 
goodwill  of  the  latter  company  -- 
built up at much expense and without 
notice of the former's rights -- and 
confer it upon the former, to the com-
plete perversion of the proper theory 
of trade-mark rights.

The case is peculiar in its facts; 
and we have found none precisely like 
it.  The recent case of  Rectanus Co. 
v. United Drug Co. (C.C.A. 6th), 227 
Fed. Rep. 545, 549, 553, is closely 
analogous. 

We come now to No. 23.  The Court 
of Appeals (204 Fed. Rep. 211) denied 
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relief to the Hanover Company against 
Metcalf under the head of trade-mark 
infringement  partly  upon  the  ground 
that Allen & Wheeler were the first 
appropriators of the mark, and that it 
had  been  continuously  used  by  that 
firm  and  its  successor  down  to  the 
time of the suit, but principally upon 
the  ground  that,  irrespective  of 
whether  this  use  was  so  general  or 
continuous as to exclude other appro-
priation, the evidence showed a use of 
the same brand by the Steeleville Com-
pany commencing in the year 1895 and 
carried on in the States of Illinois, 
Tennessee, Indiana, Arkansas and Mis-
sissippi,  with  occasional  shipments 
into Alabama; a use so extensive and 
continuous as to exclude the claim of 
the  Hanover  Company  to  either  first 
appropriation or exclusive use in any 
of the territory from which it sought 
to  expel  Metcalf;  and  that  "the 
Steeleville  Milling  Company's  first 
use and its extensive and continuous 
use established by the evidence in the 
territory of its selection gave it the 
unqualified right to extend unhampered 
its trade in flour under the Tea Rose 
brand  into  any  part  of  the  United 
States, and that too without incurring 
the  legal  odium  of  unfair  competi-
tion." Relief under the head of unfair 
competition was denied upon the ground 
that  the  Hanover  Company  had  not 
clearly shown that it had established 
by prior adoption the exclusive right 
to  dress  its  goods  in  the  manner 
claimed. 

Upon  the  question  of  trade-mark 
rights as between the Hanover and the 
Steeleville companies (leaving Allen & 
Wheeler  out  of  the  question),  the 
proofs  are  somewhat  conflicting. 
There is evidence that Hanover's use 
of the Tea Rose brand antedated the 
year 1893, and probably began as early 
as 1886.  The extent and particulars 
of such use, prior to the year 1903, 
are not made to appear.  On the other 
hand,  Steeleville  appears  to  have 
adopted the brand in the year 1895, 
and used it in trade in Illinois, Ten-
nessee,  Mississippi,  Louisiana,  and 
Arkansas; the extent and particulars 

of  the use  not being  shown.  Sharp 
competition appears to have been car-
ried on between the two companies in 
selling flour under the Tea Rose brand 
at Meridian, Mississippi, in the years 
1903 to 1905, with the result that the 
Hanover Company claiming that its use 
of the mark for flour had antedated 
that of the Steeleville Company, suc-
ceeded in obtaining a favorable deci-
sion in an informal arbitration by of-
ficials of the Millers National Feder-
ation; and for this or some other rea-
son  Steeleville  appears  to  have  re-
tired and left the Hanover Company in 
complete control of the Meridian mar-
ket.  Aside from the business done by 
the Steeleville  Company at Meridian, 
there is no proof of business done by 
it in the south-eastern States, except 
that it made an isolated sale of Tea 
Rose flour to a merchant at Whistler, 
Alabama, in the year 1899, the quanti-
ty not stated, and two isolated sales, 
involving  a  small  quantity  in  each 
case,  one  to  a  retailer  in  Tupelo, 
Mississippi,  in  the  year  1910,  the 
other  to  a  retailer  in  West  Point, 
Mississippi, in January, 1912.

As we regard the proofs, they do 
not sustain the view of the Circuit 
Court of Appeals for the Fifth Circuit 
either as to first use or as to exten-
sive, continuous, or exclusive use of 
the Tea Rose brand by the Steeleville 
Company, and there is nothing in the 
history of the use of the brand in the 
disputed  territory  to  deprive  the 
Hanover  Company  of  its  right  to  be 
protected at least against unfair com-
petition  at  the  hands  of  the 
Steeleville Company or of Metcalf as 
its representative.

That there was such unfair competi-
tion, commenced by Metcalf shortly be-
fore  the  bringing  of  the  suit,  the 
proofs clearly show.  Repeating that 
since the year 1904 the Hanover Compa-
ny had extensively advertised its Tea 
Rose flour throughout the State of Al-
abama and parts of Mississippi, Geor-
gia, and Florida, with the result that 
its sales of that flour in those mar-
kets amounted to more than $150,000 a 
year, while the Hanover Star Milling 
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Company had come to be known as the 
Tea  Rose  mill,  and  the  words  "Tea 
Rose" in the flour trade in that ter-
ritory meant flour of the Hanover Com-
pany's manufacture and nothing else, 
and that, except for isolated sales in 
Mississippi in 1910 and 1912, already 
mentioned,  no  Tea  Rose  flour  other 
than that of the Hanover Company had 
been sold in that territory for a num-
ber  of  years,  it  further  should  be 
stated that Hanover Tea Rose was dis-
tributed in Butler County and adjoin-
ing counties in Alabama by the McMul-
lan  Grocery  Company,  whose  place  of 
business was at Greenville.  They had 
built up a large trade for this flour 
in Butler County and the neightboring 
counties of Conecuh, Covington, Lown-
des, and Crenshaw.  The McMullan Com-
pany  had  the  exclusive  sale  of  the 
Hanover Company's Tea Rose flour, so 
that Metcalf, who likewise did busi-
ness at Greenville, was unable to pro-
cure it for distribution to his cus-
tomers.  A short time before the suit 
was commenced, however, he announced 
to the public and the trade in Butler 
County that he had secured Tea Rose 
flour, and on receiving a consignment 
from  the  Steeleville  Company,  which 
was labeled "Tea Rose" and put up in 
packages closely resembling those used 
by the Hanover Company -- so closely 
that, according to the undisputed evi-
dence, they are "calculated to and do 
in fact deceive the ordinary and casu-
al purchaser of flour into the belief 
that he is purchasing the article of 
that  name  manufactured  by  the  said 
Hanover Star Milling Company" -- Met-
calf put large banners on his mules 
and  dray  advertising  to  the  public 
that he had received a shipment of Tea 
Rose  flour,  and  that  it  was 
"Steeleville  Milling  Company's  Tea 
Rose  flour,  best  quality."  Metcalf, 
and his traveling salesman who market-
ed the greater part of this consign-
ment,  and  several  parties  who  pur-
chased it in lots of from one to ten 
barrels, deposed that it was not sold 
under  a  representation  that  it  was 
manufactured  by the Hanover Company, 
but, on the contrary, that it was Tea 
Rose  flour  manufactured  by  the 

Steeleville Milling Company.  But Met-
calf's  purpose  to  take  advantage  of 
the reputation of the Hanover Compa-
ny's Tea Rose flour is so manifest, 
and the tendency of the similarity of 
the brand and accompanying design, and 
of  the  make-up  of  the  packages,  to 
mislead ultimate consumers is so evi-
dent, that it seems to us a case of 
unfair competition is made out.  The 
circumstances  strongly  indicate  a 
fraudulent  intent  to  palm  off  the 
Steeleville Tea Rose flour upon cus-
tomers as being the same as the Tea 
Rose  flour  made  by  complainant,  the 
reputation of which is shown to be so 
well established.  The mere substitu-
tion of "Steeleville" in the place of 
"Hanover" on the labels is not con-
vincing either that the intent is in-
nocent or that the result will be in-
nocuous, since it is accompanied with 
the words "Tea Rose," (shown to have 
acquired  a  secondary  meaning),  and 
with  the  distinctive  wrapping,  both 
indicative  in  that  market  of  com-
plainant's flour. Complainant is thus 
shown to be entitled to an injunction 
against Metcalf, irrespective  of its 
claim to affirmative trade-mark rights 
in  that  territory.  Coats  v.  Merrick 
Thread Co., 149 U.S. 562, 566; Elgin 
Nat'l Watch Co. v. Illinois Watch Co., 
179 U.S. 665, 674. Adjudication of the 
latter claim may be made, if neces-
sary,  upon  final  hearing,  when  the 
proofs  will  presumably  be  more  com-
plete than they now are.

It  results  that  the  decree  under 
review in No. 23 should be reversed, 
and  the  cause  remanded  for  further 
proceedings  in  accordance  with  this 
opinion, and that the decree in No. 30 
should be affirmed.

Decree in No. 23 reversed.

Appeal in No. 30 dismissed.

Decree in No.  30 affirmed.

CONCUR BY: 

HOLMES

CONCUR: 

MR. JUSTICE HOLMES concurring.
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I am disposed to agree that the de-
cree  dismissing  the  bill  of  the 
Hanover Star Milling Company should be 
reversed and that the decree denying a 
preliminary  injunction  to  the  Allen 
and  Wheeler  Company  should  be  af-
firmed, and I agree in the main with 
the reasoning of the court, so far as 
it goes.  But I think it necessary to 
go farther even on the assumption that 
we are dealing with the question of 
trade-marks in the several States only 
so far as commerce among the States is 
not  concerned.   The  question  before 
us, on that assumption, is a question 
of state law, since the rights that we 
are considering are conferred by the 
sovereignty of the State in which they 
are acquired.  This seems to be too 
obvious to need the citation of au-
thority, but it is a necessary corol-
lary of the Trade Mark Cases, 100 U.S. 
82. Those cases decided that Congress 
cannot deal with trade-marks as used 
in commerce wholly between citizens of 
the same State.  It follows that the 
States can deal with them, as in fact 
they  sometimes  do  by  statute,  Mass. 
Rev. Laws, c. 72, §§ 2, 3, and when 
not by statute by their common law. 

As the common law of the several 
States  has  the  same  origin  for  the 
most part and as their law concerning 
trademarks and unfair competition is 
the same in its general features, it 
is natural and very generally correct 
to say that trade-marks acknowledge no 
territorial  limits.   But  it  never 
should be forgotten, and in this case 
it is important to remember, that when 
a trade-mark started in one State is 
recognized in another it is by the au-
thority  of  a  new  sovereignty  that 
gives its sanction to the right.  The 
new sovereignty is not a passive fig-
urehead.  It creates the right within 
its jurisdiction, and what it creates 
it may condition, as by requiring the 
mark to be recorded, or it may deny. 
The question then is what is the com-
mon  law  of  Alabama  in  cases  like 
these.  It appears to me that if a 

mark previously unknown in that State 
has been used and given a reputation 
there,  the  State  well  may  say  that 
those who have spent their money inno-
cently in giving it its local value 
are not to be defeated by proof that 
others have used the mark earlier in 
another jurisdiction more or less re-
mote.  Until I am compelled to adopt a 
different  view  I  shall  assume  that 
that is the common law of the State. 
It appears to me that the foundation 
of the right as stated by the court 
requires that conclusion.  See  fur-
ther  Chadwick  v.  Covell,  151  Mas-
sachusetts, 190, 193, 194. Those who 
have used the mark within the State 
are those who will be defrauded if an-
other can come in and reap the reward 
of their efforts on the strength of a 
use elsewhere over which Alabama has 
no control.

I think state lines, speaking al-
ways of matters outside the authority 
of Congress, are important in another 
way.  I do not believe that a trade-
mark established in Chicago could be 
used  by  a  competitor  in  some  other 
part of Illinois on the ground that it 
was not known there.  I think that if 
it is good in one part of the State it 
is good in all.But when it seeks to 
pass state lines it may find itself 
limited by what has been done under 
the  sanction  of  a  power  coordinate 
with  that  of  Illinois  and  paramount 
over the territory concerned.  If this 
view  be  adopted  we  get  rid  of  all 
questions  of  penumbra,  of  shadowy 
marches where it is difficult to de-
cide whether the business extends to 
them.  We have sharp lines drawn upon 
the fundamental  consideration of the 
jurisdiction  originating  the  right. 
In most cases the change of jurisdic-
tion will not be important because the 
new  law will  take up  and apply  the 
same principles as the old, but when, 
as here, justice to its own people re-
quires a State to set a limit, it may 
do so, and this court cannot pronounce 
its action wrong.


